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Sir: 

I. REAL PART Y IN INTEREST 

The real, party in interest for this application is the Assignee, SHARP KABUSLHKI 
KAISHA. 

II. REL ATED APPEALS AND INTERFERENCES 

There are no related appeals or interferences that will directly affect or be directly 
ecte< e a bearing e Board's decision. in this appeal. 

OL STATUS OF CLAIMS 

A. Total Number of Claims in Application 

There are 22 claims pending in application. 



B. Current Status of Claims 

1. Claims canceled: 1,3 

2. < lai ■) draw conside! o >ut > ca ce ec 0 

3. Claims pending: 2 and 4-24 

4. Claims allowed: 0 

5. Claims rejected: 2 and 4-24 

C. Claims on Appeal 

The claims on appeal are claims 2 and 4-24.. 

IV. STA TUS OF AMENDMENTS 

An amendment after the Final Rejection of June 16, 2010, was Hied on August 4, 2010. 
This amendment was entered tor the purpose of appeal as noted in the Advisory Action dated 
August 31 ,2010, 

V. SUM MARY OF THE CLAIMED SUBJECT MATTER 

The invention of independent claim 2 is directed to an ion elation unit (100) that 
generates metal ions from electrodes (113, 114) when a drive circuit (150) applies a voltage 
between them. A water feed valve (50a) is provided to feed water to the elation unit (100). See 
the specification at page 23, lines 23 to 24, at page 24; lines 24-25, line 7 and at page 29, lines 1 
to 4, as well as Figs. 2, 3. 6 and 9. 

A control unit (120) controls the drive circuit (150) when water is fed to the elation unit 
A v v. > 2 -* e 24. Th 

tort v t u vu\ u wizi portion (130) causes drive circuit. (150) to apply positive 

t v ode (113) to cause it to act as an anode relative to the other 
iect ode - v s a ca )de, as explained, for example at page 29. lines 22 to 23. As 
further explained at page 30. lines 7 to 12, the control unit (120) microcomputer portion (130) 
causes the ve circuit N > m everse .the polarity of the voltage applied to the electrodes (i 13 
as d 4 o vers* * tode electrode into a cathode electrode arte ie< el.ee trode into an 
anode electrode. As further explained at page 48, lines 7 to 24, the first polarity voltage and the 
reverse polarity voltage are alternately applied in first and second application periods 1\ that are 
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spaced apart by a halt voltage period T3 in which there is no voitu 1 m ». 10 the electrodes. As 
noted at page 51, line 20 to page 52, line 17, these- first and sc. alien peril ds 

I v. V. NV < 0 ' V V.^ 1 _i V 

(T3) are adjustable, for example, according to the water used and/or length of the total ion elution 
period fid). 

In addition, and as noted at page 52, line 18 to page 53. iine2, the electrodes (113, 114) in 
tl v un 1 m« \ c> po.-^s t N h n 1 1 % »toi so that ions can be elated into the water. 

Finally, and as noted at page 25. lines 8 to 13. the ions produced can be silver ions, 
copper ions, or zinc ions. 

Mm _ e r cation of independent claim 24 is also directed to an ion elation unit 
v. v ..s net il ons from electrodes (113, 114} when a drive circuit (150) applies a 
voltage between them. A water feed valve (50a) is provided to feed water to the elution. unit 
OWl v-e , -svcniuuvn at page 23, lines 23 to 24, at page 24; lines 24-25, line 7 and at page 
29, lines 1 to 4. as well as Figs. 2, 3, 6 and 9. 

A control unit (120) controls the drive circuit (150) when water is fed to the elution unit 
(100) by the feed valve (50a). See die specification at page 28, line 21 to page 29, line 24. The 
control unit (120) microcomputer portion (130) causes drive circuit (150) to apply positive 
voltage potential to a first electrode (1.13) to cause it to act as an anode relative to the other 
electrode (1 14) acting as a cathode, as explained, for example at page 29, lines 22 to 23. As 
further explained m page 30. lines 7 to 12. the control unit tl2ui microcomputer portion (130) 
causes the drive circuit (150) to reverse the polarity of the voltage applied to the electrodes (113 
and 114) to reverse the anode electrode into a cathode electrode and the cathode electrode into an 
xk lex t exj ted at age 48, lines 7 to 24, the first polarity voltage and the 

reverse polarity voltage are alternately applied in first and second application periods T? that are 
spaced apart by a halt voltage period Id in which there is no voltage applied to the electrodes. As 
age 5 e 20 n mge c h ;e first and second voltage application periods 
tor appi) ing the first polarity and reverse polarity voltage (periods 7 2 ) and the halt voltage period 
(T O are adjustable, for example, according to the water used and/or length of the total ion elution 
period ( i 4 ). 

In addition, and as noted at page 52, line 18 to page 53, line!, the electrodes (1 1 3, 114) in 
the unit (100) must be exposed to flowing water so that ions can be eluted into the water. 
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Finally, the independent claim 24 ions are limited to being silver ions as disclosed at page 
25, lines 4-11. 

Dependent claim 4 is directed to the ion ekition unit (100) , xbove-desc v clali 2 
wherein the control unit (120) is further configured (relative to 125) to control the drive circuit 
50) o s v < > ' \ le electrodes during at least one of the first adjustable 
voltage application period and the second adjustable voltage application period (the periods 12 
noted above when voltages or reverse voltages are applied to the electrodes) such that a constant 
current flow between the electrodes is maintained as noted in the specification at page 29, lines 1 
to 4. 

Dependent claim 5 is directed to the ion elution unit (100) of above-described claim 2 
with the addition of a current detection unit (160 and 161) for detecting current flowing between 
the electrodes, wherein the control unit (120) is further configured to control the drive circuit 
N ihc he ekVio Jv v. detect j( n unit 

and to check operation of the current detection unit (160 and 161) before the drive circuit (150) is 
controlled by the control unit (120) to apply any voltage to the electrodes. See the specification 
at page 48, lines i to 9. 

Dependent claim 1 1 is directed to the above-noted control unit is farther configured 
to control the drive circuit (120) to make the drive circuit (via 130, 150) adjust, the overall, ion 
elution period (T4, as noted at 48, lines 23-24) according to the amount of water used as noted at 
page 51, lines 21-24 . 

The summary to the claimed invention herein is being made to comply with the Patent 
Office rulo - * co . i not to be considered as limiting the claimed invention. 

VI, GRO UNDS OF REJECTION TO BE REVIEWED ON APPEAL 

tio nicies tv (2) grounds of rejection for review on appeal. 
1) Claims 2, 4, 10-13, 17-20, and 24 stand rejected under 35 U.S.C, § 103(a) as 
x P 2001-276^84 (hereinafter '484 to be consistent with 
m „ rai Action) in view of Walsh (Canadian Patent Application 
Publication No. 2,242,101, hereinafter "Walsh"). 
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Claims 5-9, 14-1.6, and 21-23 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over '484 in view of Walsh in further view of Robey (J'P 2000- 
5 i U Hereinafter $ Q81 to K- ^ is ^c, % . v ^ o 



,.1.0=1 



; • - jl. 

First it is noted that '484 is concerned with a washing machine and that washing 
machines are not in operation for periods of time in the same range as the periods of operation 
lor the swimming pools and spas that are of concern to Walsh. Note that Walsh statement of the 
"Field of the Invention" at page 1 that indicates that treatment of water in "swimming pools, spas 
and the like" is the Walsh, concern, not water in a washing machine as in '484. Also note that 
> ^ " v ! i mi >Oi s ,M ] 

is with regard to such a swimming pool or spa that Walsh teaches that an electrode in. a cell 
associated with other pool/spa components (like those noted in numbered, lines 13-20 on page 2 
and numbered lines 22-26 on page 3) can be periodically switched, from being an anode to being 
a cathode, with this switching occurring as noted in numbered lines 21-25 on page 2 ("typically, 
by a daily or weekly change-over of the polarity of the cell") or as noted at numbered lines 8-10 
on page 4 ("whereby the cell, is activated for only part of the time, e.g., 3 hours on, followed by 3 
• son v< «■" i urfm ption of reversing die polarity of electrodes.'*)- 

Washing machines are not comparable to or compatible with either a swimming pool or a 
spa in any reasonable respect. The only thing in common besides the use different amounts of 
water is the use of .ion elation to produce ions in water passing through the elation units. With 
< i <. v v vw i naehines anc swimming kjoIs, it is noted that 

i. 18t i o ui/ 1 asv ■•am a * ^ ^ . - < v. ioted at 
numbered lines 13-20 < n page 2 oi i ^ 22-26 oj page 5 of Walsh Moreover, to whatever 
extent that numbered lines 8-10 on. page 4 of Walsh teach that the swimming pool cell could 
optionally s >. ,s . " - \ - sunt \% l v ^. ^ . ^ s >. 
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only part of the time, e.g., 3 hours on, followed by 3 hours off) t< 

The Advisory Action of August 31, 2010, attempts to gloss over the fact that the Walsh 

teachings are directed to swimming pools and spas and preventing discoloration and damage to 

i soc ited swim g pot i spa eqt t > f \ > concern to the "48 1 

t , V \ctic argues: 

1 ■) rega c s t the fie d of invention i gar en one of os \ i >able of 

looking to other established technologies in the Held of water treatment when 
u 1 - i v n t\v ■> i u a 

i w*w c mn l, 1 ^ ' 

of electrodes. 

First of ail, the Walsh "Field of Invention" is clearly as noted above - water treatment in 
''swimming pools, spas and the likes' It would be clear even to a laymen that "aid the like" has 
no reasonab v v i <• o a ^s,w £ nature Morula .o \sh<.t<.\a e\uif I i 
ul a halt period is taught, it is not taught to provide "effective biocidai concentrations of ions 
i i v i i t n _ U ape Lv -> i l i 1 ^ i ok i < i v\ 

I is i a v c<> error in fact finding because there would be no "effective 
-> < 1 » < s < <>s" ovei tk dace (3) boat off period that is taugi > -yy Walsh J 
addition, Walsh is only concerned with discoloration or pool or spa pas ts, not the discoloration of 
„ i } no w si tig nach teas in 484 

As was noted in the response of August 4, 2010, it is clear from a complete reading of 
Walsh' that the optional use of polarity reversal of the electrodes with halt periods of cell 
O'wnrsWa om ^W o N po->\ \ m 

v t v. s ! > J ^ s ,o? eutamh n 

spite of any halt periods, dims, the rationale presented at page 3 (in lines 10 and 11) of the 
or 1 .tp i . . . ~ v ' ^ of < halt period would 

somehow be needed "to purity the water stream" makes no sense as water purification is not 



•easonaole basts to ti 
pool cell is activates 
shi j chine i 



: suggested ;o those of ordinary \ in the art, the [reference] statements oanno-t be 
7 TUiWdsss^ cmae reference. See In 
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disclosed by Walsh to depend on or to be improved by the optional use of polarity reversal of 
the electrodes with the suggested three hour halt periods as to cell operation. 

Moreover, it is the addition of zinc to the electrode thai is the improvement offered by 
Walsh in order to avoid pool discoloration problems, not the alternate operation of an electrode 
as an anode and then as a cathode, with or without the three hour halt periods. Note page 2, 
numbered lines 8-9 and 1 9-20 that identify this improvement. Further note page 1 (at numbered 
lines 17-26) that establishes that the known systems using copper/silver alloy electrodes (without 
/ nc id v\ esc dec trodes 'open ted, alternatively, as a cathode then anode over a set time 
<j . i o\i L^wir snll had t v. ^ 1 ation as noted in 

numbered lines 24-26 on pagel. Thus the apparent further rationale offered at page 3, lines 6-7, 
that addition of the optional use of polarity reversal of the electrodes with the 
hour halt periods of cell operation would provide "effective hiocidai concentrations of Ions 
1 5i • uv ueu \ makes no sense. 
In actuality, Walsh offers no reason at all to optionally "include the suggested timing 
mechanism (not shown), whereby the cell is activated for only part of the time, e.g., 3 hours on., 
followed by 3 hours off, with a further option of reversing the polarity of electrodes.'* it seems 
that this option is only offered because of the previously noted similar optional operation noted 
as to the prior art copper/silver electrodes in an electrolytic flow cell at numbered lines 21-23 on 
page 1 of Walsh. 

The above -noted Advisory Action misses the point being made. The point was not that 
there was a lack of a teaching of the above-noted optional timing mechanism, it was that no 
ea^oaj i c s Mi s opuoi ; >. ) a Ssvmenn poo nu 

. like that of '484. 

Thus, even though the optional use of polarity reversal is taught by Walsh as noted on 
page 2 of the Advisory Action, the point is that no reason is taught or remotely suggested as to 
why it should be used in the '484 washing machine that has no three-hour on period. This lack of 
any reasonable basis to use the Walsh timing option (3 hours on, followed by 3 hours off, with a 
furthes option oi reversing the polariu of electrodes") with ihe washing machine of '484 could 
not be clearer and is again noted to be at odds with what the PTO must show to formulate a 
proper case of obvious an alleged modification of one reference as taught by another, in this last 
regard, it could not be clearer thai the outstanding Final Action fails to set forth any "articulated 
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reasoning with some rational underpinning to support the legal conclusion of obviousness" as 
required by the Supreme Court. See KSR Int'l v. Tele/lex Inc., 127 S.Ct 1727, 82 USPQ2d 1385, 
1396 (2007) (quoting In reKuhn, 441 F.3d 977, 988., 78 USPQ2d 1329, 1336 (Fed. Cir. 2006)). 

!, v, s _ 1 1 ^ i u h 

legal conclusion of obviousness" is not cured by the further statement of the Advisory Action 
that: 

\ec g , _ oi to j k i i \ v e s 
v „ , .iosesttasp^vtofbjs.o v. i ! 

biocidal properties The c emems An the p 

ombinatkm would have > ed | 1 est kill i 

art at the time of the invention. 

h v us u the oasu 0! m sot \u.ut 'u be trying to 

^ o >w . v..n oo\iousnesi ?ased upon an "Obvious T< i e at-w c 

the assertion of a predictable result MPEP §2143 establishes that this rationale requires not only 

i , <. win the followi lather c eria must also be established 

nding that a c tii le ot the invention, ihere had been a 
recognized problem or need in the art, which may include a design need or market 
pressure to solve a problem; 

(2) a finding that there had been a finite number of identified, 
nJ v n v., >< sob ,n N ^s to he „\es. » /ed t e^o or problem; 

(3) a finding that one or ordinary skill in the art. could have pursued 
toe d o \^ew , u •> ^ s N . m> t AL c\pe^rvn of .success; and 

er a ok al i gs 1 c t o ral 
n view of the facts u iu ease ts , s - ^ at . n, to 
explain a conclusion of obviousness. 

Clearly, the PTO itself requires more than the disclosure of polarity reversal and the use 
of long halt periods for no particular reason as in vVaish <u\ ^< •> 

vS \ s v >. v dv. u v. s „ n ic te"e:cnce. 

\ t \ , sn \ V i ^- ^ s 

on, followed by 3 hours off, with a further option of reversing the polarity of electrodes.'" If the 

i t s <. v s v i pan* to n v closure cdie tabic 

being relied on as taught by Walsh. 
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Furthermore, independent claim 2 and independent claim 24 both require that the control 
unit must operate to ''adjust at least one of the length of the first adjustable voltage application 
period, the length of the adjustable voltage application halt period, the length of the second 
..w j \ :• j . < . , .\ n cation period, and the length of an overall ion elution period that includes 
at least the first adjustable voltage application period, the adjustable voltage application halt 
period, and the second adjustable voltage application period to adjust the amount ofelufed metal 
ions being produced to a desired level." Clearly, no adjustment c rhcsc periods is taught for any 
reason by either *484 or Walsh and these limitations are being improper!) ignored'' in the 
outstanding Final Action even though ignoring positively recited claim limitations is not 
permitted. See In re Wilder, 429 F.2d 447, 450, 166 USPQ 545, 548, (CCPA 1970). 

The above-noted Advisory Action alleges that ''adjustability" was not ignored because 
claim 16 of Walsh (noted at page 3 or the Final Action) recites "... means for controlling the 
period of time during which each of the electrodes is operable as an anode or cathode." The 
Examiner now adds that even though neither claim 16 nor the. disclosure of Walsh states that 
these periods arc "adjustable" and even though no mention of the halt period appears in claim 16 
or the timer that appears to be the disclosed basis for this ''means," page 3 of the above-noted 
Advisory Action simply concludes, without even a scintilla of evidence, that "fntjeans for 
controlling a period time points to adjustability." Substantial evidence, not mere conclusions as 
to wh j ante are i i red Fhe PTO reviewing court has made it clear that the PTG may 
not simply assert conclusions, it must explain how the reference supports the conclusion, the 
"full and reasoned explanation" required by In re Lee, 277 F.3d 1338, 1342, 61 USPQ2d 1430, 
1432-33 (Fed. Cir. 2002). In addition, it is well established that "[tjhe scope of a patent's claims 
i v s*- s t vs the patent, it is no measure of what it discloses," In re Benno, 768 

F.2d 1340, 1346. 226 USPQ 683, 686 (Fed. Cir. 1985 ). Thus, if the Examiner is suggesting that 
the breadth of the claim language "means for controlling" is being relied on as encompassing 
ad s uy control ig hh e ice is clearly misplaced, as noted by Benno. 

2- De pendent Claim 4 



2 As noted by the Supreme Court in Graham v. John Deere Co., 383 U.S. 1, J 48 USPQ 459 (1 966), obviousness is a 
question of law based on underlying factual inquiries. The factual inquiries enunciated by the Court included a 
requirement to properly ascertain the differences between the claimed invention and the prior art. 

'>i\t' M) A V I \ W v. i CC/RFC/kpc 
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Claim 4 recites that the "control unit" must "control the drive unit to adjust the voltage 
applied to the electrodes during at least one of the first adjustable voltage application period and 
the second adjustable voltage application period such that a constant current flow between the 
electrode*- e > ^ . ' 

Clearly more than simply adjusting current to an appropriate level using voltage 
modulation (as argued in paragraph 4 of page 3 of the outstanding Final Acton) is required. 
Claim 4 specifically requires that the claimed adjusting of voltage must occur "during at least 
one of the .first adjustable voltage application period and the second adjustable voltage 
application period" and it must result in "a constant current flow between the electrodes" 
emph s adde eing a ned. The Ixaminer violates at least the above-noted Wilder 
de< ion i lis - >retation of claim 4 subject matter. 

Also, the statement at page 3 of the above-noted Advisory Action that "the applicant is 
asserting ■> 1 s s o s ' i ^ s ^ patentable it the 

above-noted subject matter of claim 4 that is once again improperly ignored by the Examiner. 
The further observance here and in the Final Action that it is well known to aflect current by 
< igc s »i Ohm s m las no easonable appiicabii t\ 1 > the above-noted claim 4 
requirement that applied voltage must be adjusted to achieve "a constant cu rrent flow between 
the electrodes ;" The Examiner commits yet another clear error in ignoring the claim limitation 
a.nd/oi in ichcduponrek ercestcacl vl U hey do not teach. 

Furthermore, the Advisory Action appears to confuse the claim 1 1 argument in the Final 
VOi > . * v n number 4) as to Walsh teaching "control as to dissolution 

rate'" as having been made as to claim 4. live dissolution rate is not what claim 4 relates to, this 
ate is x e^ to n 1 1 subje matter that is treated below. 

3, Dependent Claim 1 1 

Claim 1 1 recites that the "control unit" must "control the drive circuit to make the drive 
circuit ;a u* -^em oi elusion period according to the amount of water used." 

Turning first to the "intended use" allegation made as to all of claims 11-13 on page 3 of 
g Fin vCtion, it is agaii oted h MPF.P 2173 esiablis es that functional 
i v ded use" statements and mis c 



BSRc S v\ i T \0 \sCIT& R ROM. ii ; 



A functional limitation is an attempt to define something by what it does, rather 
than by what it is (e.g., as evidenced by its specific structure or specific 

0^1 v i f <- '\ ft UWsTl 

invent i icti i s. Function ang u ge does \\ . , s 

^ > 2d N io 69 USPQ 22( C< P 



, , : - v evaluated and considered, just like any other 
limitation of the claim for, for what it fairly conveys to a person of ordinary ski ll 
in the pertinent art in the context in which it is used. A functional limitation is 
o ^ T i v. s o i \ i eleme e > es 

define a particular capability or purpose that is served by the recked element, 
ingredient or step. In t/Pure H Safari 1 '' < t S ?« 

Inc. 381 F3d 1111,111 7-20, 72 USFQ2d 1001, 1006-08 (Fed. Cm 2004), the 
court noted that the claim term "operative!.? connected" is "a general descriptive 
ii j term frequent!} used in paten! dra t t dionship 

setw( en clam d compoi ei is t lat is dw te n c xments 

mus >e cos iected in a way to perform a designated funct n e absence 

* » < ' .- v h-.u pine Vims tee ivmcells construed as having their full 
meaning." id. at 1 1 18, 72 iJSPQld at 1006. In the patent claim at issue, "subject 
to any clear and unmistakable disavowal of claim scope, the term 'operative!? 
connected' takes the full breath of its ordinary meaning, i.e.. "said tube [is] 
operative!? connected to said cap' when the tube and cap are arranged in a 
manner capable of peribrmmg the function of filtering." Id. at 1 1 20,. 72 USPQ2d 
at 1008. 

Farther note in re Venezia, 530 F.2d 956, 189 USPQ 149 (CCPA 1976) in which 
limitations such as "members adapted to be positioned'" and "portions . . . being resitiently 
dilatable who e'm said housing ma> be slidably positioned" were held to serve to precisely 
d i k s vt i - t t cd component parts of the claimed assembly. 

Thus, the attempt to dismiss the limitations of c anus 11-13 as t nt < e t 
page 3 of the Final Action is clear error as to each of claims 11-13. 

1 o tl c I ma. \c v s ) s ,ages in 

the specific ,n \ v : neater wc *,o hy ,-ami 1 1 is somehow taught by '484 as to "utilizing control 
app e v ; s e v tsoffkw sensor 210, this is e subject natte oi 

claim 1 1 . Instead, it is claim 13 that has a detector to detect flow rate and recites using it to make 
"the dmc eioum ac-nst , ka< w , * v length of the nr-4 ,,djus;abk \ oh .sac. application period 
the length of the adjustable voltage application halt period, and the length of the second 
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adjustable voltage application period- or the overall ion elution period" that is also different from 
applying power based on flow measurement. 

The assertion of page 3 of the Advisory Action as to claims 11-13 is somehow taught 
v v t e . . ^ ^ " ^ v _ f <, <i> ho < >d <. UTK in 

with microprocessor" is also completely without merit as hiding to address the above-noted 
specific subject matter of claim 11. It is also in error as to alleging the prior art as teaching "time 
adjustability f he \dvis >.v c g page 3 her assert 1 k nvention is 
entirely capable of performing die claimed t as die churns do not define die structure of 

the apparatus" which is a statement that makes no sense. In this regard, the above-noted case law 
and cited MPEP section holds that structure can be defined by wi at it 0\s i K 
what i s men tg oi tl . statement t lat i le invent!* n is entirely cai able ol ocrforming 

Also unclear is the assertion at page 3 of the Pinal Action thai ''Walsh teaches control of 
t! . iv r diss* 1 tioi rati h no t 1 ti c i Walsh, a violatic n of 

37 CFR § 1, 104;e){2) and, thus a further clear error. Moreover, the manner of the control of ion 
dissolution rate applying to the recited "control unit" that must ''control the drive circuit to make 
the drive circuit adjust the overall ion elution period according to the amount of water used" is a 
mysten truth urther error in the 1 1 1 ci 

N - < ms5-9. 14-16 , a nd 2 1-23 

1. Claim 5 

Claim 5 is chosen as representative of claims 5-9, 14-16, and 21-23. Claim 5 recites more 
than just a current detection unit to detect current between the electrodes and the functional 
Utah" >m e- um 5 cannot be dismissed as intended use or simply recitations of "what a device 
does." 

wherein the control unit is further, configured to control the drive circuit 
based on die current flowing between the electrodes detected by the current 
Ce - ^ \ w 1 m v mt f c 

circuit is controlled by the control unit to apply any voltage to the electrodes. 
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The failure to explain where in the relied upon references this claimed subject matter is 

t^ghl b.H k ^ n <. i l no 

this claim 5 recitation based upon an erroneous interpretation thai this clear functional I t m i 
is somehow f id a fbrthe s > 

s ! - i k a error. 

As was noted above as to MPEP §2173 and the case law cited therein, "[a] functional 
a n. must be evi ec nsidered, just like an\ > e ( ! 

it fairly conveys to a person of ordinary skill in the art." 

Page 4 of the outstanding Final Action argues that the there cited decisions of Ex parte 
WiMahl, Ex pane McCullough. In re Fwsterwakler, and In re Casey all support the general 
proposition that the "manner in which an apparatus operates is not germane to the issue of 
i s e-oneo s assessment of the holdings in these 

decisions. 

v^e >.on actually dealt with a claim for an ""electrode body" that was 

recited as "for use" in an energy storage device in the claim preamble. Likewise, the preamble in 

Wikdahi recited a "cyclone separator" apparatus that was "for' a specific pre ecifc 

Similarly, the Casey decision was concerned with a claimed machine that included an intended 

use of die machine as a taping machine. The issue in these decisions was simply if the stated 

"'intended use" of the claimed combination of clemes as of w able s cancc The 

answer in these cited decisions w as no. but that is not always the decision that is reached. See in 

re Stance!, 828 P.2d 751, 4 USPQ2d 1071 (Fed. Cir. 1987) that reached the opposite conclusion 

- - . m u v :\ . \m o ted the following: 

s ensive body o irecedent c se questio ) - : kt - < 
- jest dec! use s i es ! r p c entabifi 

see s in u h A, > »<dm b~ 1 2d 150, 155-59, 88 USPQ 478, 4S3-87 (CCPA 
1951) and the authority cited therein, and cases complied in 2 Chisam, Patents § 
8-06[].][dJ (1987). 

In any oven;, the issue here is different from the issue in these cases because it involves 
the definition of a claim element making up part of a ei aimed combination (not the whole 
combination) by a limitation that defines the element by what that element of the claimed 
combination does, rather than what that element of the claimed combination is. As specifically 
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addressed in MPEF § 2173 and the Swinehart and Innova/Pwe Water decisions cited therein (as 
as iv ab >\ l-;u>u\! It v. decisions, hie Uoe o; such functional ' toi as dJ n.sw cf 
the el io s x n ! ? j i s s c ! 

limitations and goon pa? .-maMe \» eight because there is nothing mheremh n roag vuth defining 
some part of an invention m fnnetion terms 1 us au » i ^ _ » v v s makn 
up a claimed combination, be thai combination a product, an apparatus, or a machine, is clearly a 
4 ,M < it !U \s .1) 'iviV' I u\ < v ,s c w ' u ; k use of am 
otherwise c ompletely defined combin ation of elements was of patentable significance. 

" o < v t. i. ! - i <- ' 1 f H< t 

must be given patentable weight if they are needed to de i e the ina si tio.n S t i bo\ e . c 
Siencel decision. 

While the cited Fimienmlder decision differs slightly from the cited hoard decisions 

i C o 1 ■w i-nm t s v k. \ \\\ 

terms of the weight to give to the fact that a claimed combination is particularly useful to 

perform a specific method in a rejection based on a use in a somewhat do a s '- e< sen \g<nm 

the issue in in k n< Uder concerns the possible use of ass otherwise completely defined 

combination of elements . This issue and this decision are again not relevant to claims like the 

claims rejected here that set forth functional limitations as definitions of the elements making up 

a claimed ooa hinaiion as ^pecillcolK perron k-d by the above-noted controlling case law. 

'fuming to the decisions of Hewlett-Packard Co. v. Bausch & Lomb Inc. and Demaco 

v ' ; . ' -n , ' > i that are cited at pagn 4 of tin -i < <, < s 

for the ps s n that "•; ara us claims jnot limitations of claims] cover what a device is, not 

s o o* seer to he ele* En tins k ese cited t > 

speak to claim coverage and not what is permitted in terms of having an individual element of a 

i ' 1 -at be w, ^ a limitation that recites what that element of the claimed 

<• \« n nes s 

at tee \u\cl u i-u m^. sit 

limitations," these decisions would be in conflict with the statute. In this respect, 35 U.S.C. § 

112, paragraph s;x„ specifically states that 

An element in a claim for a combination may he expressed as a means or 
step for performing a specified function without the recital of structure, material, 
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or acts in support thereof, and such claim shall be construed to cover the 
corresponding structure, material, or acts described in the specification and 
v :reof 

Bi - d - tiering erroneous conclusions of "intended use," page 4 of the outstanding 
s i ivin could program a microcomputer to act as the 
\ t _ v ^ i (. ec use s ! > m vt is capable of being 

programmed to operate as specified by claim 5, the Examiner need show no hint of any reason to 
program a microcomputer to function as claim 5 specifies. This line of faulty reasoning would 
obviate any existing patent reciting any function that could be performed by a properly 
programmed vogrumruablo element. The Examiner offers no citation of authority for his patent 
slaying suggestion. 

Claims 14-16 depend from Claim 5 and are clearly subject to an erroneous rejection for 
the same reasons as claim 5. 

Claims 21-23 depend from respective ones of claims 14-16 and thus from claim 5. 
Claims 21-22 these are erroneously rejected for the same reasons claim 5 is erroneously rejected. 

While claims 6-9 recite different, limitations than claim 5, the overriding issue is the same 
as in claim 5 because these recitations are being ignored based upon the same flimsy and 
e s excuses cd as to claim 5. 
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VIII. CLAIMS 

A copy of the claims involved in the present appeal is attached hereto as Appendix A. 

IX. EVIDENCE 

There is no additional evidence pursuant to §§ 1.130, 1.131, or 1.132 and/or evidence 
entered by or relied upon by the examiner that is relevant to this appeal as noted in Appendix B. 

X. RE L ATEP PROCEEDINGS 

No related proceedings arc referenced in IS. above, and thus, copies of decisions in 
related proceedings are not provided. 

XL CONCLUSION 

The reversals of ihe outstanding rejections of claims 2 and 4-24 are earnestly solicited, 
if necessary, the Director is hereby authorized, in this, concurrent, and future replies to 

eh g€ v ,v ig the pendency of the above-ideml kd application or credit any 

overpayment to Deposit Account No. 02-2448. 

Dated: January 1.3. 201 I Respectfully submitted. 

f : ., '? 




Charles ( ) - 

Registration No.: 29271 \. 

BIRCH, STEWAR T, KOLASCH & BIRCH. LLP 

8110 Gatehouse Road. Suite 100 East 

P.O. Box 747 

Falls Church, VA 22040-0747 
703-205-8000 



Application No. ! 0/535,700 



Docket No.: 2936-0242PUS i 
Page 17 



APPENDIX A 

i , (Canceled) 

2. (Previously presented) An ion elution unit that, generates metal ions from 
electrodes when a drive circuit applies a voltage between the electrodes, 

the ion elution unit comprising: 

a water feed valve for feeding water to the ion elution unit; and 
a control unit configured to control the drive circuit when the water feed valve is 
feeding water to the ion elution unit to firstly apply the voltage between the electrodes by 
applying a positive voltage potential to a first electrode during a first adjustable voltage 
application peri« i to cause the first eiectn de to act as an anode relative to a second electrode 
acting as a cathode so that the first electrode will provide the metal ions during the first 
adjustable voltage activating period, to secondly apply no voltage difference between the first 
and second electrodes during an adjustable voltage application halt period, and thirdly to apply 
the positive voltage to the second electrode during a seconc st . ! oltage application period 
to cause the second electrode to act as the anode relative to the first electrode acting as the 
cathode so that the second electrode will provide the metal ions during the second voltage 
activating pe;i< > die control unit being further configured to adjust at least one of the length of 
the first adjustable voltage application period, the length of the adjustable voltage application 
halt period, the length of the second adjustable voltage application period, and the length of an 
-we - i n oc that -chides at least the first adjustable voltage application period, the 

is I , 4 v v * . ' n i die second adjustable voltage application period to 

v\ v.st u v ^ i. . ir ui ui to * ecsued level, 

v hereto chc elcetr-<deo ore deposed along water current fed, and 

wherein metal ion eluted from the electrodes are either silver ions, copper ions, or 

zinc ions. 

3. (Canceled) 



Cti/KPC/kpe 



Application Mo.: f 0/535,700 



Docket No.: 2936-0242PUS 1 
Page 18 



4. (Previously presented) The ion elution unit according to claim 2, wherein the 
control unit is further configured to control the drive circuit to adjust the voltage applied to the 
electrodes during at least one of the first adjustable voltage application period and the second 
adjustable voltage application period such that a constant current flow between the electrodes 
can be maintained. 

5. (Previously presented) The ion elution unit according to claim 2, further 

■a rnpri in 

a current detection unit for detecting current flowing between the electrodes, 
wherein the control unit is further configured to control the drive circuit based on the 
current flowing between the electrodes detected by the current detection unit and to check 
operation of the current detection unit before the drive circuit is controlled by the control unit to 
apply any voltage to the electrodes. 

6. (Previously presented) The ion elution unit according to claim 2. further 
comprising: 

a current detection unit for detecting current flowing between the electrodes. 

wherein the control unit is further configured to control the drive circuit based on the 
current flowing between the electrodes detected by the current detection unit and to check 
detection operation of the current detection unit a predetermined period of time alter the drive 
o i rit o> apply any voltage to the electrodes. 

7. (Previously presented) The ion elution unit according to claim 2, further 
comprising: 

a current detection unit for detecting current flowing between the electrodes; and 
a warning Indicator, 

wherein the control unit is further configured to control the drive circuit based on the 
current flowing between the electrodes detected by the current detection unit, and, when the 
current detection unit detects abnormal current, the control unit Is further configured to control 
the warning indicator to issue a warning to notify a user of abnormality. 
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8. {Previously presented) The ion eluliott unit according to claim 7, wherein even if 
the current detection unit detects abnormal current, so long as normal current has been detected 
at least once during an ion elution process, the control unit does not give the warning indicator an 
instruction that makes the warning indicator issue fee warning to notify the user of the 
abnormality. 

9. (Previously presented) The ion elution unit according to claim 2, further 
comprising: 

a current detection unit for detecting current flowing between the electrodes, 
wherein the control unit is further configured to control the drive circuit based on the 
current flowing between the electrodes detected by the current detection unit, and, when the 
current detection unit detects that the current flowing between the electrodes is equal to or less 
than a predetermined level, the control unit controls the drive circuit to adjust at least one of the 
length of the first adjustable voltage application period, the length of the adjustable voltage 
application halt period, the length of the second adjustable voltage application period, or the 
length of the overall ion elution period. 

10. (Previously presented) An appliance that incorporates the ion elution unit as set 
forth in claim 2, the control unit also controlling the operation of the appliance that includes an 
operation requiring water mixed with metal ions generated by the ion elution unit. 

1 1 . {Previously presented) The appliance according to claim 10, 

s v ) it is further configured to control the drive circuit to make the 
drive circuit adjust the overall ion elution period according to the amount of water used. 

12. (Previous!) d he appliance tec ding to claim 10, 

s ; is further conllgurec > 1 ike the 

ve circ adius one of the length of the first adjustable voltage application period, the 

length o he adjustable vp cation halt period, and the length of the second adjustable 

voltage application period according to the amount of water used or according to the overal l ion 
elution period. 
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13 (Previously presented) The appliance according to claim 10, further comprising: 
a flow rate detection unit for detecting the volume of water flowing in the ion elation 

unit, 

wherein the control unit is further configured to control the drive circuit based on a 
result of detection by the flow rate detection unit to make the drive circuit adjust at least one of 
the length of the first adjustable voltage application period the length of the adjustable voltage 
application halt period, and the length of the second adjustable voltage application period, or the 
overall ion elation period. 

14. (Previously presented) An appliance that incorporates the ion elution unit as set 
firth in claim 5, wherein when the current detection unit detects abnormal current, the control 
i vs, - neasnres 

1.5. (Original) The appliance according to claim 14, wherein the specified 
countermeasure is a temporary stop of the appliance operation. 

16. (Previously presented) An appliance that incorporates the ion elution unit as set 
forth in claim 5, wherein, when the current detection unit detects that the current flowing 

v w o or less than a pi ei eve he control, unit controls the 

v/ater feed valve to make die water teed valve reduce the volume of water flow fed to the ion 
elution unit and controls the drive circuit to make the drive circuit extend the overall ion elution 
period. 

17, (Original) The appliance according to claim 10. wherein the appliance is a 

washer. 

le app < > 1 ig > - 1, where h » nee is a 

washer. 
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19. (Original) The appliance according to claim 12, wherein the appliance Is a 

washer. 

20. (Original) The appliance according to claim 13, wherein the appliance is a 

washer. 

21. (Original) The appliance according to claim 14, wherein the appliance is a 

washer. 

22. (Original) The appliance according to claim 15, wherein the appliance is a 

washer. 

23. (Origman The appliance according to claim 16, wherein the appliance is a 

washer. 

24. (Previously presented) An ion eiution unit that generates silver ions by applying a 
voltage between electrodes disposed in a water feed passage, comprising: 

a drive circuit for applying the voltage between the electrodes; 
a water teed valve for feeding water to the ion eiution unit: and 
a control anil configured to control the drive circuit when the water feed valve is 
feeding water to the Ion eiution unit to firstly apply the voltage between the electrodes by 
applying a positive voltage potential to a first electrode during a first adjustable voltage 
application period to cause the first electrode to act as an anode relative to a second electrode 
acting as a cathode so that the first electrode will provide the metal ions during the first 
w - v > - ire reik\ to ^.ond > apply no voltage difference between the first 

second e cot rod es d )dj ustabie \ phage •> \ 1 id thirdly to apply 

die positive voltage to the second electrode during a second adjustable voltage application period 
to cause the second electrode to act as the anode relative to the first electrode acting as the 
cathode so that the second electrode will provide the metal ions daring the second voltage 
activating period, the control unit being further configured to adjust at least one of the length of 
the first adjustable voltage application period, the length of the adjustable voltage application 
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halt period, the length of the second adjustable voltage application period, and the length of an 
overall ion elation period that includes at least the first adjustable volt igc appli avion pe c a i ic 
i i. •> > cation halt period, and the second adjustable voltage application period to 

adjust die amount of eluted metal ions being produced to a desired level 
wherein the electrodes are disposed along water current fed. 
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APPENDIX B 

fhere s no additi t - idence pursuant to §§ 1.130, 1.131, or 1.132 and/or evidence 
emered by or relied upon by the examiner that is relevant to this appeal 
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APPENDIX C 

There are no related proceedings. 
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